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DETAILED ACTION 

1 . The following is a non- final office action upon examination of application number 
10/603,061. Claims 1-15 are pending and have been examined on the merits discussed below. 

Response to Arguments 

2. Applicant's arguments with respect previous rejections under 35 USC 102 to claims 1-15 
have been considered but are moot in view of the new ground(s) of rejection. 

3. With respect to previous rejection under 35 USC 1 12, 2 nd paragraph, Examiner upholds 
this rejection. It is noted that the features upon which applicant relies (i.e., how migration 
percentages are calculated) are not recited in the rejected claim(s). Although the claims are 
interpreted in light of the specification, limitations from the specification are not read into the 
claims. See In re Van Geuns, 988 F.2d 1 181, 26 USPQ2d 1057 (Fed. Cir. 1993). See modified 
rejections under 35 USC 1 12, 2 nd paragraph, below. 

4. In addition, based on Supreme Court precedent and recent Federal Circuit decisions new 
rejections under 35 USC 101 have been introduced. 

Claim Rejections - 35 USC §112 

5. The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the 
subject matter which the applicant regards as his invention. 

6. Claims 1, 4, 6, 9, 11 and 14 are rejected under 35 U.S.C. 1 12, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. Specifically, it is unclear how migration percentages are 
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determined based on averaged assessment factor ratings. Is there some mathematical step 
missing? Is there a reference chart? What guidelines does one follow to arrive at migration 
percentages after assigning ratings to the assessment factors? 

7. Claims 1, 4, 6, 9, 11 and 14 are rejected under 35 U.S.C. 1 12, second paragraph, as being 
incomplete for omitting essential steps, such omission amounting to a gap between the steps. 
See MPEP § 2172.01. The omitted steps occur between the steps of averaging ratings and 
determining employee migration percentages. As claimed, it is not clear how the percentages are 
calculated once the ratings are averaged. Clarification is requested. 



Claim Rejections - 35 USC §101 

8. 35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of matter, or 
any new and useful improvement thereof, may obtain a patent therefor, subject to the conditions and 
requirements of this title. 

9. Claims 1-5 are rejected under 35 U.S.C. 101 based on Supreme Court precedent, and 
recent Federal Circuit decisions, the Office's guidance to examiners is that a § 101 process must 
(1) be tied to another statutory class (such as a particular apparatus) or (2) transform underlying 
subject matter (such as an article or materials) to a different state or thing. Diamond v. Diehr, 
450 U.S. 175, 184 (1981); Parker v. Flook, 437 U.S. 584, 588 n.9 (1978); Gottschalk v. Benson, 
409 U.S. 63, 70 (1972); Cochrane v. Deener, 94 U.S. 780,787-88 (1876). 

10. An example of a method claim that would not qualify as a statutory process would be a 
claim that recited purely mental steps. Thus, to qualify as a § 101 statutory process, the claim 
should positively recite the other statutory class (the thing or product) to which it is tied, for 
example by identifying the apparatus that accomplishes the method steps, or positively recite the 
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subject matter that is being transformed, for example by identifying the material that is being 
changed to a different state. 

Here, applicant's method steps, fail the first prong of the new Federal Circuit decision 
since they are not tied to another statutory class and can be performed without the use of a 
particular apparatus. Thus, claims 1-5 are non-statutory since they may be performed within the 
human mind. 



Claim Rejections - 35 USC §103 

1 1 . The following is a quotation of 35 U.S. C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

12. Claims 1-15 rejected under 35 U.S.C. 103(a) as being unpatentable over Macken, JR. et 
al, US 2003/0055697. 

As per claim 1, Macken teaches collecting application data (para. 0037 - questionnaire is 
distributed according to the process migration template); assigning ratings according to a 
plurality of assessment factors (para. 0039 - each scorecard includes a number of factors that are 
rated); averaging the ratings to determine an average rating (para. 0039 - overall score is 
computed); and determining employee migration percentages according to the average rating 
(para. 0041 - full time employee values are determined with respect to the process migration 
template). While Macken teaches generating an overall score based on the ratings (para. 0039 
and figure 4), the reference does not explicitly teach calculating an average rating. Examiner 
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takes official notice that it is old and well known to average scores as an evaluation tool. Since 
each methodology are known in the prior art, the difference between the claimed subject matter 
and the prior art rests not on any individual methodology but in the very combination itself - that 
is in the substitution of the averaging of scores for the sum of scores. Thus, the simple 
substitution of one known methodology for another producing a predictable result renders the 
claim obvious. 

As per claim 2, Macken teaches the assessment factors include at least one factor selected 
from the group consisting of client interface, technology, application management, and 
application category (para. 0040 - a technology questionnaire is used). 

As per claim 3, Macken teaches applying weightings to the ratings (para. 0039 - each 
rating factor corresponds to a weighting, i.e., "0" corresponds to a difficult migration). 

As per claim 4, Macken teaches determining employee migration figures by multiplying 
the employee percentages by the number of full time equivalent employees (para. 0041 - the 
template determines the percentage of employees that will be used at the second location). 

As per claim 5, Macken teaches the assessment factors include at least one factor selected 
from the group consisting of client interface, technology, application management and 
application category (para. 0040 - a technology questionnaire is used). 

As per claim 6, Macken teaches a data processing system (para. 0024) with means for 
collecting application data (para. 0037 - questionnaire is distributed according to the process 
migration template); assigning ratings according to a plurality of assessment factors (para. 0039 
- each scorecard includes a number of factors that are rated); and determining employee 
migration percentages according to the average rating (para. 0041 - full time employee values 
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are determined with respect to the process migration template). While Macken teaches 
generating an overall score based on the ratings (para. 0039 and figure 4), the reference does not 
explicitly teach calculating an average rating. Examiner takes official notice that it is old and 
well known to average scores as an evaluation tool. Since each methodology are known in the 
prior art, the difference between the claimed subject matter and the prior art rests not on any 
individual methodology but in the very combination itself - that is in the substitution of the 
averaging of scores for the sum of scores. Thus, the simple substitution of one known 
methodology for another producing a predictable result renders the claim obvious. 

As per claim 7, Macken teaches the assessment factors include at least one factor selected 
from the group consisting of client interface, technology, application management, and 
application category (para. 0040 - a technology questionnaire is used). 

As per claim 8, Macken teaches a data processing system (para. 0024) with means for 
applying weightings to the ratings (para. 0039 - each rating factor corresponds to a weighting, 
i.e., "0" corresponds to a difficult migration). 

As per claim 9, Macken teaches a data processing system (para. 0024) with means for 
determining employee migration figures by multiplying the employee percentages by the number 
of full time equivalent employees (para. 0041 - the template determines the percentage of 
employees that will be used at the second location). 

As per claim 10, Macken teaches the assessment factors include at least one factor 
selected from the group consisting of client interface, technology, application management and 
application category (para. 0040 - a technology questionnaire is used). 
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As per claim 11, Macken teaches a computer program product tangibly embodied in a 
computer-readable medium (para. 0026) comprising instructions for collecting application data 
(para. 0037 - questionnaire is distributed according to the process migration template); assigning 
ratings according to a plurality of assessment factors (para. 0039 - each scorecard includes a 
number of factors that are rated); and determining employee migration percentages according to 
the average rating (para. 0041 - full time employee values are determined with respect to the 
process migration template). While Macken teaches generating an overall score based on the 
ratings (para. 0039 and figure 4), the reference does not explicitly teach calculating an average 
rating. Examiner takes official notice that it is old and well known to average scores as an 
evaluation tool. Since each methodology are known in the prior art, the difference between the 
claimed subject matter and the prior art rests not on any individual methodology but in the very 
combination itself - that is in the substitution of the averaging of scores for the sum of scores. 
Thus, the simple substitution of one known methodology for another producing a predictable 
result renders the claim obvious. 

As per claim 12, Macken teaches the assessment factors include at least one factor 
selected from the group consisting of client interface, technology, application management, and 
application category (para. 0040 - a technology questionnaire is used). 

As per claim 13, Macken teaches a computer program product tangibly embodied in a 
computer-readable medium (para. 0026) comprising instructions for applying weightings to the 
ratings (para. 0039 - each rating factor corresponds to a weighting, i.e., "0" corresponds to a 
difficult migration). 
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As per claim 14, Macken teaches a computer program product tangibly embodied in a 
computer-readable medium (para. 0026) comprising instructions for determining employee 
migration figures by multiplying the employee percentages by the number of full time equivalent 
employees (para. 0041 - the template determines the percentage of employees that will be used 
at the second location). 

As per claim 15, Macken teaches the assessment factors include at least one factor 
selected from the group consisting of client interface, technology, application management and 
application category (para. 0040 - a technology questionnaire is used). 

Conclusion 

13. The prior art made of record and not relied upon is considered pertinent to applicant's 
disclosure. 

Srinivasan et al, US 6,895,382 - method for arriving at an optimal decision to migrate the 
development, conversion, support and maintenance of software applications to off 
shore/off site locations 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to JOHNNA R. LOFTIS whose telephone number is (571)272- 
6736. The examiner can normally be reached on M-F 8am-4:30pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Beth Van Doren can be reached on 571-272-6737. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

I]V 

6/28/07 

/Jonathan G. Sterrett/ 

Primary Examiner, Art Unit 3623 



